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DEED OF NOVATION
This Deed of Novation (hereinafter referred to as “this Deed”) is made on this ………………………………. day of……………………………………………., 20…..
BETWEEN


UNIVERSITI TEKNIKAL MALAYSIA MELAKA, a public university established under the Universities and University Colleges Act 1971 and having its address at Hang Tuah Jaya, 76100 Durian Tunggal, Melaka (hereinafter referred to as “UTeM”) of the first part;
AND
XXX. (Co. Registration No. : XXX), a company incorporated under the Companies Act 1965 and having its address at XXX (hereinafter referred to as “the Transferor”) of the second party;
AND

YYY (Co. Registration No. :YYY), a company incorporated under the Companies Act 1965 (is now repealed by Companies Act 2016) and having its address at YYY (hereinafter referred to as “the Transferee”) of the other part.

UTeM, the Transferor and the Transferee hereinafter shall collectively be referred to as the “Parties” or individually referred to as the “Party”.

WHEREAS:

A. UTeM through its various research activities has invented, developed and created a technology which is known as “AAA“ together with all documentation related thereto and Intellectual Property Rights (as hereinafter defined) therein, which is still pending registration  at Intellectual Property Corporation of Malaysia for Intellectual Property Rights protection (Copyright vide registration number ZZZ) (hereinafter referred to as “the Technology”). 
B. UTeM and the Transferor have entered into an Intellectual Property Sale Agreement dated ……………… (hereinafter referred to as “the Old Intellectual Property Sale Agreement”) where UTeM has agreed to sell and absolutely assigning all of its rights, title, ownership, and interest of the Technology and the Transferor has agreed to acquiring such rights, title, ownership and interest of the Technology, upon the terms and conditions contained in the Old Intellectual Property Sale Agreement, as prescribed in Appendix 1 herein.
C. The Transferor wishes to novate the Old Intellectual Property Sale Agreement to the Transferee as the Transferee is in a position to fully perform all obligations that exist under the Old Intellectual Property Sale Agreement
D. Through a discussion held between the representatives from UTeM and the Company dated ……………….., the Parties agreed to novate the Old Intellectual Property Sale Agreement in accordance with terms and conditions of this Deed.
THE PARTIES HEREBY AGREED as follows:-

1. DEFINITIONS

1.1 In this Deed, unless the context otherwise requires, the terms defined in the Old Intellectual Property Sale Agreement have the same meaning when used herein and the following terms shall bear the following meanings:

“Deed of Novation”
means this instrument and all Appendices and Schedules to this Deed and shall include any future amendments, modifications and supplementary agreement as may be agreed by both Parties in accordance to this Deed from time to time in the future;
“Effective Date”
means the date of this Deed;
“Event of Default”
wherever used herein, means any one of the following events (whatever the reason and whether it shall be voluntary or involuntary or effected by operation of law or pursuant to any judgment, decree or order of any court, or any order, rule or regulation of any administrative or governmental body): 
(i) Any representation or warranty of the Transferee in this Deed shall prove to have been incorrect in any material respect when made;
(ii) The failure by the Transferee to observe or perform any of its obligations hereunder for three (3) days after receipt by the Transferee of notice of such failure from UTeM; and
(iii) Any breach of, or default under the terms of this Deed.
“Technology”
means the products invented, created and developed by the researchers from UTeM as described in Appendix Two herein; and
1.2 Any reference in this Deed to a statute or the provision of the statute is a reference to the statute or the provision as amended or reenacted at the relevant time.
1.3 The headings in this Deed are for convenience only and shall not affect the meaning of the clauses and sub-clauses to which they relate.

1.4 Unless otherwise required, reference to the singular number shall include reference to the plural number and vice versa and reference to person shall include body corporate.

1.5 The terms and conditions as set out in the special conditions annexed hereto (if any), schedule(s) and attachment(s) shall be deemed to be and shall form an integral part of this Deed.
2. NOVATION
2.1 In consideration of the mutual releases of the Transferor and UTeM herein contained and the mutual obligations assumed herein by UTeM and the Transferee, the Parties to this Deed hereby agree that, with effect from the Effective Date:

(a) The Transferor assign and novates, transfer, set over and convey unto the Transferee all of the interest of the Transferor in and under the Old Intellectual Property Sale Agreement and all benefit and advantage derived or to be derived therefrom, to have and to hold the same unto the Transferee absolutely, from and after the Effective Date, subject to the performance and observance by the Transferee of the terms, conditions and obligations contained in the Old Intellectual Property Sale Agreement;
(b) The Transferor, the Transferee and UTeM consent to all of the provisions of this Deed;
(c) The Transferee consent to the novation by the Transferor to the Transferee of all the interest and obligations of the Transferor in and under the under the Old Intellectual Property Sale Agreement;
(d) Subject as hereinafter provided UTeM and the Transferor shall each be released from further obligations to the other (without prejudice to the obligations of UTeM and the Transferor prior to the Effective Date) under the Old Intellectual Property Sale Agreement and their respective rights and obligations against each other shall be discharged;

(e) UTeM and the Transferee shall each assume obligations towards each other and acquire rights against each other which differ from the discharged rights and obligations only insofar as UTeM and the Transferee have assumed and acquired the same in place of UTeM and the Transferor;
(f) The Transferor directs the Transferee to pay any amounts payable to UTeM under the Old Intellectual Property Sale Agreement, as applicable, and UTeM will only agrees that the amount is sufficient when full amount has been received in order to discharge for any deferred payments by the Transferor, as per payment schedule stipulated in Appendix 3 of this Deed;

(g) The Transferee hereby agrees that with effect from the Effective Date, it shall be bound by, observe and perform all the terms and provisions to be observed and performed by the Transferor under the Old Intellectual Property Sale Agreement to the same extent as if the Transferee had been originally named as a party thereto in the place and stead of the Transferor;
(h) The Transferor agrees to remain responsible vis-a-vis UTeM in respect of any claims, costs and/or liabilities under the Old Intellectual Property Sale Agreement during the period up to the Effective Date, and irrespective of whether such claims or liabilities are known at the Effective Date;

(i) The Transferee hereby release and discharge the Transferor of and from the observance and performance of the covenants, agreements and obligations on the part of the Transferor to be observed and performed under the Old Intellectual Property Sale Agreement from and after the Effective Date, however, nothing herein contained shall be construed as a release of the Transferor from any obligation or liability which may have accrued prior to the Effective Date, except the obligation to give prior notice of proposed disposition to the Transferee; 
(j) The Transferor covenants and agrees with the Transferee that it shall and will, from time to time and at all times hereafter, at the request of the Transferee, execute such further assurances and do all such further acts as may be reasonably required for the purpose of vesting in the Transferee all of the interest of the Transferor in and under the Old Intellectual Property Sale Agreement.
3.
REPRESENTATIONS AND WARRANTIES

3.1
Each Party represents and warrants that:-
(a) it has power to enter into, and has duly authorised the execution and delivery of this Deed;

(b) its obligations hereunder constitute its legal, valid and binding obligations enforceable in accordance with their terms;
(c) all consents, licenses, approvals and authorisations of, or registrations or declarations with, any governmental or other authority required to be obtained by it with respect to this Deed have been obtained or made and are valid and subsisting;
(d) it has entered into this Deed in reliance upon such tax, accounting, regulatory, legal and financial advice as it deems necessary and not upon any view expressed by any of the other Parties.
3.2 
Each of the Transferor and UTeM represents and warrants to the Transferee that:
(a) it has made no prior transfer of any of its rights, title or interest under the Old Intellectual Property Sale Agreement;

(b) facts or circumstances which would give rise to an Event of Default under the Old Intellectual Property Sale Agreement have not occurred in relation to such Party.
4. EFFECT OF DEED OF NOVATION
Except so far as amended by Clause 2 hereof, and save to the extent it is inconsistent herewith, the obligations of UTeM and the Transferor shall remain in full force and effect save that every reference therein to the obligations shall be construed as a reference to such obligations as novated and amended by this Deed.
5.
DURATION

5.1
This Deed shall be effective and come into effect from the date of this Deed and shall continue for a period of TWELVE (12) months, unless terminated earlier by a written notice by any of the Parties herein. The Parties may extend the duration of this Deed with mutual agreement by both Parties. 
5.2
The Parties shall carry out their obligations in accordance with the provisions, terms, conditions and within the duration of this Deed.
6.
CONFIDENTIALITY

6.1 Each Party shall :-

(a) Maintain and keep confidential all information pertaining to UTeM’s Technical Information and all other information that it may acquire from the other Party in the course of this Deed;

(b) Respect the other’s proprietary rights in UTeM’s Technical Information and all other information that it may acquire from the other Party in the course of this Deed exclusively for the purposes of this Deed;

(c) Use the information pertaining to UTeM’s Technical Information and all other information that it may acquire from the other Party in the course of this Deed exclusively for the purposes of this Deed; and

(d) Disclose the information pertaining to UTeM’s Technical Information and all other information that it may acquire from the other Party in the course of this Deed only to those of its employees and contractors pursuant to this Deed (if any) to whom and to the extent that such disclosure is reasonably necessary for the purpose of this Deed.
6.2
The obligations contained in Clause 6.1 above shall not apply to any information pertaining UTeM’s Technical Information or other information which:-

(a) Prior to receipt thereof from one Party was lawfully in the possession of the other;

(b) is subsequently lawfully disclosed to the recipient party without deriving it directly or indirectly from the other Party; or

(c) is or becomes generally available to the public in Malaysia through no act or default of the recipient party or its agents or employees.

6.3
The obligations of this Clause 6 shall not apply to the extent that a Party is required to disclose UTeM’s Technical Information or any terms of this Deed by applicable law, regulation or bona fide legal process, provided that the Party required to make the disclosure takes reasonable steps to restrict and maintain confidentiality of such disclosure and provides reasonable prior notice to the other Party.

6.4
UTeM’s Technical Information may be disclosed and published during or after the period of this Deed with a prior written consent of UTeM only for official purpose for example a monthly or yearly report to the Ministry of Education Malaysia or other relevant authority.
7. TERMINATION

7.1 If the Transferee:-

(a) fails to settle the Purchase Price in accordance with Clause 3.1 the Old Intellectual Property Sale Agreement;

(b) during the  period of this Deed breaches any of its obligations or fail to comply with any other terms and conditions of this Deed; 

(c) during the period of this Deed goes into liquidation or a receiver is appointed over the assets of the Transferee or the Transferee makes an assignment or the benefit of or enters into an arrangement or composition with its creditors or stops payment or is unable to pay its debt; or

(d) during the period of this Deed execution is levied against a substantial portion of the Transferee’s assets, unless it has instituted proceedings in good faith to set aside such execution.

then UTeM shall give notice in writing to the Transferee specifying the default whereby the Transferee shall comply with the same forthwith, the failure of which will entitled UTeM to terminate this Deed immediately by giving a thirty (30) days termination notice to the Transferee.
7.2 If UTeM:-

(a) during the period of this Deed breaches any of its obligations or fail to comply with any other terms and conditions of this Deed; or

(b) during the period of this Deed has been declared unconstitutional by the government and no similar body is established to replace it.

then the Transferee shall give notice in writing to UTeM specifying the default whereby UTeM shall comply with the same forthwith, the failure of which will entitled the Transferee to terminate this Deed immediately by giving a thirty (30) days termination notice to UTeM.

7.3
Effect of termination

(a) Termination by UTeM under Clause 7.1 and Clause 8 herein:-

(i)
the Transferee shall cause the return of all copies and extracts of Documents and UTeM’s Technical Information and all summaries, reports and notes made that relate to or use of UTeM’s Technical Information (whether on paper, in an electronic information storage and retrieval system, in any other storage and retrieval system, or in any other storage medium) to UTeM; 

(ii)
any payment that has been made by the Transferee shall be retained by UTeM; and

(ii)
UTeM shall provide a letter signed and certified by an authorized signatory of the Transferee that the items referred to in Clause 7.3(a)(i) have been returned.

(b) Termination by the Transferee under Clause 7.2 and Clause 8 herein:-

(i)
UTeM shall refund the Purchase Price which has been paid by the Transferee under this Deed (if any) within thirty (30) days from the date of the written notice to UTeM.

PROVIDED THAT the termination shall not affect or prejudice the rights of any Party which have accrued prior to the date of termination of this Deed and the obligations under this Deed shall continue even after the termination of this Deed in respect of any act, deed, matter or thing happening prior to such termination of this Deed.
8. FORCE MAJEURE

8.1 
Neither UTeM nor the Transferee shall be in breach of its obligations under this Deed if it is unable to perform its obligations under this Deed (or any part thereof), as a result of the occurrence of a Force Majeure Event. 

8.2 
If a Force Majeure Event occurs by reason of which either Party is unable to perform any of its obligations under this Deed (or any part thereof), the Party shall inform the other Party immediately of the occurrence of that Force Majeure Event with full particulars thereof and the consequences thereof.

8.3 
If either Party considers the Force Majeure Event to be of such severity or to be continuing for such period of time that it effectively frustrates the original intention of this Deed, then this Deed may be terminated by giving three (3) days notice in writing to the other Party.

8.4 
If this Deed is terminated by due to a Force Majeure Event pursuant to the Clause 8.3 above, all rights and obligations of the Parties under this Deed shall forthwith terminate and neither Party shall have any claim against the other Party and neither Party shall be liable to each other save for any rights and liabilities accruing prior to the occurrence of the Force Majeure Event.

8.5
For avoidance of doubt, termination under this Clause shall not affect or prejudice the rights of any Party which have accrued prior to the date of termination of this Deed and the obligations under this Deed shall continue even after the termination of this Deed in respect of any act, deed, matter or thing happening prior to such termination of this Deed.

9. MISCELLANEOUS

9.1
Entire Agreement

This Deed sets forth the entire agreement and understanding between the Parties hereto as to the subject matter hereof and supersedes all prior agreements whether express or implied.

9.2
Costs

Each Party shall bear its own solicitor’s fee except the stamp duty, search and other fees in connection with and incidental to the transfer of the said Technology to the Transferee shall be borne and paid by the Transferee.
9.3
Waiver

No failure or delay by either Party in exercising any of its rights under this Deed shall be deemed to be a waiver of that right, and no waiver by either party of breach of any provision of this Deed shall be deemed to be a waiver of any subsequent breach of the same or any other provisions.

9.4
Severability

If any provision of this Deed is held by any court or other competent authority to be invalid or unenforceable in whole or in part, the other provisions of this Deed and the remainder of the provision shall continue to be valid.

9.5
Applicable law and jurisdiction
The laws of Malaysia shall apply to the whole of this Deed, and each Party agrees to submit to the exclusive jurisdiction of the Malaysian courts. 

9.6
Notices

Any communication under this Deed will be in writing in National or English language and delivered by registered mail to the address or sent to the electronic mail  address or facsimile number of UTeM or the Transferee, as the case may be, shown below or to such other address or electronic mail address or facsimile number as either Party may have notified the sender and shall, unless otherwise provided herein, be deemed to duly given or made when delivered to the recipient such address or electronic mail address or facsimile number which is duly acknowledged: 

To UTeM:-

(Name of Office)
Universiti Teknikal Malaysia Melaka

Hang Tuah Jaya

76100 Durian Tunggal, Melaka.

Tel.
: 

E-mail
:
Fax
:

Person In Charge
:
To the Transferee:-

YYY
Address :
Tel.
: 

E-mail
:

Fax
:

Person In Charge
:
9.7
Time

Time wherever mentioned in this Deed shall be of the essence.

9.8 Variation

This Deed may be executed in any number of counterparts and by the several parties hereto on separate counterparts each of which when so executed shall be an original, but all such counterparts shall together constitute one and the same instrument.
9.9 Dispute Settlement
The Parties agree to resolve all problems arising from this Deed by negotiations and discussions and with a view to mutual benefit, but does not prevent any Party to proceed with alternative dispute resolution, such as mediation and/or legal proceedings.
9.10 Binding Agreement

This Deed shall be binding upon the permitted assigns, successors-in-title of the Parties hereto and the inventor as listed in Appendix 4 of this Deed. 
9.11
Mutual Intention

In entering into this Deed the Parties hereto recognized that it is impracticable to make provision for every contingency that may arise in the course of the performance of this Deed. Therefore, if by reason of any unforeseen occurrence or development, the operation of this Deed is likely to cause any equitable hardship to one or more Parties contrary to the spirit of this Deed, the Parties will negotiate immediately in good faith in whatever manner the terms and conditions of this Deed and which may be modified and/or varied in order to provide in an equitable manner within the spirit of this Deed for the unforeseen or development PROVIDED HOWEVER that no modification or amendment of this Deed and no waiver of any of the terms and conditions hereof shall be valid unless made in writing and duly executed between the Parties hereto.

9.12
Disclaimer
All the information of the Technology including the UTeM’s Technical Information disclosed by UTeM is disclosed on an "AS IS WHERE IS" basis. UTeM shall not be liable for any damages arising out of use of the information, and the use of such information is at the Transferee’s own risk. 

9.13
Relationship of the Parties
No provision of this Deed shall be construed as creating a partnership or fiduciary relationship between the Parties hereto. No provision of this Deed is deemed to constitute either Party as the legal representative or agent of the other Party for any purpose whatsoever. Neither Party shall have any right or authority to assume, create or incur any liability or obligation of any kind expressed or implied against in the name or on behalf of the other Party except as otherwise expressly provided herein or as may otherwise be agreed in writing by the Parties.
9.14
Revision, Modification and Amendment


Either Party may request in writing a revision, modification or amendment of all or any part of this Deed. Any revision, modification or amendment agreed to by the Parties shall be reduced into writing and shall form part of this Deed. Such revision, modification or amendment shall not prejudice the rights and obligations arising from or based on this Deed prior or up to the date of such revision, modification or amendment.
9.15
Assignments

Except with the prior written approval of the other Party, neither Party shall assign or transfer the benefits or obligations of this Deed or any part thereof.
9.16
Indemnity
All Parties shall be responsible for and indemnify each other against all damage, loss(es), cost(s), expense(s), action(s), demand(s), proceeding(s), claim(s), and liability(ies) caused by any act, default or negligence of either Party or the servants agents or, licensees or invitees or any persons expressly or impliedly with either Parties’ authority, and to pay and make good all and every loss and damage whatsoever incurred or sustained by the aggrieved Party as a consequences of every breach, non-performance or non-observance of the defaulting Party covenants, conditions or other provision herein contained.
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IN WITNESS WHEREOF the Parties have set their hands on the date first appearing.

	Signed by (name)
	]
	

	For and on behalf of UTeM
	]
]
	

	
	
	…………………………………………………………..….

Name : PROFESSOR DATUK WIRA DR. RAHA BINTI ABDUL RAHIM
Position : VICE CHANCELLOR 

	The Common Seal of  
XXX
(Co. Reg. No. : XXX)
     
is affixed hereunto in accordance with its constitution in the presence of:-
     

The Common Seal of    
YYY
(Co. Reg. No.:       )
is affixed hereunto in accordance with its constitution in the presence of:-

	]

]

]

]
]

]
	………………………………………………………………

Name : PROFESSOR DR. ZULKIFILIE BIN 

IBRAHIM
Position : DEPUTY VICE CHANCELLOR

(RESEARCH & INNOVATION)
…………………………………………………………..….

Name : 
Position : 
…………………………………………………………..….

Name : 
Position : 
…………………………………………………………….

Name :    

Position :
…………………………………………………………….

Name :    

Position :


APPENDIX 1
(shall be read, construed and interpreted as a part of this Deed)
APPENDIX 2
(shall be read, construed and interpreted as a part of this Deed)

APPENDIX 3
(shall be read, construed and interpreted as a part of this Deed)

APPENDIX 4
(shall be read, construed and interpreted as a part of this Deed)

Researchers’ Name
:
Principle Reseacher 
: 
Co – Reseachers

: 
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